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CFR §1.141 deals explicitly with '*inde- 
pendent and distinct inventions"^ even 
permitting five of them to be patented on 
one application along with a generic claim. 
As to species in excess of five specifically 
claimed, it is implicit that they may still fall 
within the ^'coverage" of the generic claim 
even if separately patented. It is elementa- 
ry patent law that the number of ''species" 
"covered" by a patent having a generic 
claim is virtually without limit not- 
withstanding the limitation of Rule 141 to 
five species "specifically claimed." So the 
discretionary power to limit one applica- 
tion to one invention is no excuse at all for 
refusing to examine a broad generic claim 
— no matter how broad, which means no 
matter how many independently patenta- 
ble inventions may fall within it. 

Of course a broad claim may be un- 
patentable for any number of reasons, but 
we are not here dealing with a question of 
patentability under the statute but with a 
refusal to examine. 

The only basis here claimed in support 
of the labels ^'improper" and 
"misjoinder" is the scope of the claim. 
That is not sufiicient excuse. 

As for the true meaning of the words" 
"two or more independent and distinct in- 
ventions are claimed" in §121, being 
based — as they were — on the "division" 
practice existing in the then Patient Office 
m 1952, there can be no doubt they refer 
to separate inventions separately claimed 
and to a requirement to put separate 
claims in separate applications or at least 
to restrict one application to one claimed 
invention- There is no indication that 
enactment of § 1 2 1 contemplated refusing 
examination to generic claims because of 
their scope or that applicants were to be 
denied the right to present single claims of 
any breadth they chose and have them ex- 
amined. . 

fhe Fro elVort of the past few years Co 
justify its refusal to examine by issuing a 
"rejection" pursuant to the Mav I, 19/4. 
notice (MPKP 803) on the basis of § 1 2 1 is 
mere semantic gamesnuuiship. 

With rcs|)e( :t to the remand lo consider 
(he "improper Markush" rejection of 
claims I -(i, it is my view, ba.sed on careful 
analysis of the rejections actually made. 



* Note Rule 14 1 \s wording: **Tw(> oriiiorc in- 
depcndciii and distinct invcntion.s ni;iy tun be 
claimed in one application, exfej}! * ♦ (My 
ctn]>)ia.sis.) Ooniparc the wordnig of 'M% VSi'. 
121. 



that the PTO, following the May 1, 1974, 
notice (922 OG 1016), created a new kind 
of "improper Markush" rejection based 
on 35 use 121 which we are reversing. 
There remains, however, a vast body of 
precedent antedating the 19Z4 notice on 
what proper "Markush" claims are. As I 
understand the majority's remand, it is for 
the purpose of examining claims 1 -6 under 
the pre-notice law relating to Markush 
practice in the process of examining these 
claims on their merits. Until now, such ex- 
amination has been refused because they 
"cover" or "embrace" too much, a basis of 
rejection we find impermissible. 
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PATENTS 

1. Court of Customs and Patent Appeals 

— Issues deferinined Ex parte"" 
patent cases (§28.203) 

There is no issue before Court of Cus- 
toms and Patent Appeals that claims are 
drawn to improper Markush groups where 
there is no rejection on that ground. 

2. Applications, for patent — Divisional 

(§15.5) 

Claims — Miscellaneous objections 
(§20.70) 

Joinder of invention — In general 
(§42.01) 

Pleading and practice in Patent Office 

— Rejections (§54.7) 

Section 121 does not provide basis for 
rejection ol claim. 

Particular patents — Polymerization 

Haas, Novel Polymerization Initiators, 
rejection of claim 7 and 8, reversed and re- 
manded. 



Appeal from Patent and Trademark Ol- 
lice Hoard of Appeals. 

Application for pateiu ol Howard C. 
Haas, Serial No. 82K511. filed May 2, 
\9i}9 continuation-in-part of application. 
Serial No. r)3().222 filed Apr. (2, 1907. 
From decision rejecting claims 7 and 8, ap- 
plicant appeals. Reversed and remanded. 
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S^e alscPl 75 USP<i2 1 7/ l79iUSP(i62^^ 
and 188{:ySPQ;374/;^ ' 
Stanley '"^Mr^ Mervis,; ' dambridgeV MassV, 
^fpr 'appellarU;' ' ..f : w 
Charles' AVWendel, Artihgton; Va,',' Karl 
1 ;f; 'jdrdl^cisley,^ ; N. Y:;;ana^Hafoia 'fe; 
; ' Wiegrier^^.^Wa^^ i^'D^C. ^. (Earl X. 

. Tyner,' ^AQ^^^ , ya.i^ Jaind'i^^^ 

, WesdakeJ 5 jr. "^qf couh- 

.*sej) f^^ ,b)!; ; 

Joseph- iF.rNakam^ (Fred ^E. Mckelyeyi; 

Gf>.riCQunsel) .::)fQ^^^ iifiornmissipner, of 
' Fatents and Trademarks . • ^ - , 
Before? Markeyi Chief Judge, and Rich, 
Baldwin; ' Lane; andi \ Miller, > Associate 
•■Judges.' ^^^f--^^ ' 'V 
Markey, Chief Judge. ' ' ' ' ' 

■This %ppeal>is^;frbrTi a decision ^6f the 
United States Patent- andi Trademark ^Of- 
fice (PTO)/ Board of Appeals (board) af- 
firming a final rejection^under 35 USG 121i 
of claim's^? and 8 of^applicatibn- serial No; 
82 l,5Mv filed>^ May 2;nd969; ' entitled 
**Novel PolyriieHzatioh Initiators:"^ - We 
reverse'andvremarid.' ' ^ i%<^-\y.^ 

Invention '' -^ MJ^^ivjor ^^^i y 

The ^inventipn^.is a. grcjupj^qf;: benzoyl 
peroxides: t i^ .i- 

II ^ 

useful ,as;initiatQjs^fQr ,pol^ of 

vinyl-containing ,vv cbmpbunds , ^or 

monomers^ I-Iaasvstatesf !*The siibsti'tuent 

X ■ cio.es^no t participate^ in .the^p^^ 

tipn^ initiation, but^ it, does^ intrpduce^ intq 

thej rjesul ting^^oiyme^ ' a "i;^^^ 

group at one of bbtli enfls of the resu^^^^ 

polymer chain. Thus, While- the resulting 

polymers may have different utilities, all of 

the claimed comp'ouhds' have the same 

utihty^[i^e.^ polymerization initiators] [V 

. Claims 7 and 8 are the sole claims on ap- 
peal::-)Mi u-- . viM/wi.i .. ,-;> 5':? 

. ■ 7/; ^ A.compound of ;the) formula^ ; ^. ^ 

•■ •• •'• . b 'b 

' » i A' ' conlinua tioh-ihrba rL> 'bf ^ seria I - ' No .• 
630.222;•filed'April 12rf967^i-' ^ ' Uiii^ii i 



wherein ' X isi selected} from the 'igroiip 
' consisting-of a-monosubstituted^chlbro; 
: bromo and fluoro alkyl "groups ^containr 
ing fromM -^3 jcarbdn tacoms,' inclusive;' 

'^iand;-'-' ^^ifMi Mf- -n-.. - ' :3di is:m 

8..' iThe invention, of claim 7 iWhereiriX 
- as selected from the^group iGonsistingiof 
■ aTmbnosubstituted„chloro;;alkyL^ groups 
u containing^;frpm l;r3;fCarbQn ;atoms, ^.in?; 
elusive* andv ^ . v: vi jjjvt;;ii j^; 

Background' - '^^^ ^ /uS'Qr: -^^^/^ii 
Hiaascornes- before this cburt-fdi" the sec- 
ond time -on the pireseht applicationV lh-Ih 
re Haasp486^Fi2d> 1053?^ 179^ liJSPQ;^23 
(GtePAvl973)4Haas I), the'e^^ 
claims; 1^ and''2^ 

cphsidieratioh^urider 35 JiJSG 12 1 as^drawri 
to /'multiple patentable ^ [sic,^^ patentablyi 
distinct invention's'. '*2 This court held that 
*'withdrawal" df:a claim Trom cdrisidera- 
tibrif uiidef those dircumstances,-/^^^^ 
tuted a rejettibn- reviewable 'by 'the^ 
under!35 tJSG 7>and r34;^andby this cbu^^ 
under 35 ySG^l^;l7Th;< decision off tli^r 
board; ^tb; dismiss^ latk of junsdictibri 
was reversedl and the-cas^ was^femarided 
for furtherattibn consistent wiVht^^ 

THe bbairH remanded the caiseUo the'ex^ 
am iner./ Th'e exami n er^ rej ected- cl aim^^ 
arid^ 2 ' **as Mmproper>^^ ind 
for- misjoinder [of inventibriO*'' under i 35 
USCi 2 jo becaiTse^ drawn -id ^ifiultiple *-*ih- 
dependent ancl'^'^' distinct ''^ inventions . 
Though initially argiiiiig tKat claims 1 aiid^ 
2^did nbt define *Mridepeiident^'ah(i dis- 
tinct**^ inventioris, ^Ha'as ' expressly aban- 
doned' that^ argdmen t^ i oh * appekl .. lb' nhe 
board and conceded * ' that his; recited* Mar- 
kush groiip ^contains - multiply independ- 
ent arid^ disdhct*4nveritibns' in ^ the ^ same 
sense that a generic term n^^^ 
ti'pie . independent ahdt»dis'tincti iriven- 
tibn's'.** -In' view^ of Uhat' concessibnl tHe 
board' stated: **|;Tihe<only questio#pr 
sefitied? by this appeal'i is whether or^ not a 
single, claim; whicn^ includes a plurality; of 
independent and distinct invehtions^is le- 
gaUy rejectable/**^The bpard^a^^ 
tirmatiyfely.*'i"-' J ^ 'J"- >ii. Mttifxii- ihnirrt''ru. 

•« Claim 2 was dependent -from claim I 'and 
limited substituent;A .to the para position of the 
benzene rings. Ther^.'independent and distinct*' 
inventions were thus alleged to falK withinjclairii 
I alone or claims I and 2 taken together?>x ^ 

» Ex parte Haas. 188 USPQ. 374V;376[(PTO 
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In its opinion, the board viewed the ex- 
aminer*s rejection as based on claiming an 
improper Markush group and misjoinder 
of mvention under 35 USC 121. In affirm- 
ing the examiner's rejection as based on 
claiming an improper Markush group, the 
board said **[w]hether or not there is a stat- 
utory basis for such a rejection is of no real 
concern, since such a rejection.has basis at 
least in establishedjudicial doctrine,"'* and 
that it was unnecessary to decide whether 
§121 provided a basis for rejection. The 
board, nonetheless, proceeded to decide 
that question. In the board's opinion, 
§121 did provide a basis for rejection be- 
cause "[t]ne statute * * * broadly permits 
the Commissioner, in his discretion, to ref- 
use to grant a patent on an apphcalion 
containing two or more independent and 
distinct inventions. "^ Additionally, the 
board entered rejections under 37 CFR 
1.196(b) based upon §102(b), §112, first 
paragraph, and §1 12, second paragraph. 
One board member, dissenting-in-part, 
stated that he did not agree that 'inde- 
pendent and distinct inventions" were 
claimed, despite Haas' admission. 

Haas elected to carry on further prose- 
cution before the examiner. 37 CFR 
1.196(b). Following an amendment add- 
ing two claims numbered 6 and 7, the ex- 
aminer finally rejected claims 1,2,6 and 7, 
inter alia, **as improper Markush claims 
and misjoinder under 35 USC 121." Other 
rejections included res judicata (claims I 
and 2). 35 USC 132 (claims 6 and 7, new 
matter), and 35 USC 102(b) (claims 1, 2, 6 
and 7). A claim 5, apparently originally al- 
lowed, was rejected under 35 USC 112, 
first paragraph, because the board's 
§ 1 .196(b) rejection under § 1 12, first para- 
graph, of claims 1 and 2 applied to claim 5 
as well. Haas proposed present claim 8 in 
an after-final amendment, 37 CFR 1.1 16, 
entered by the examiner with the under- 
standing that claim 8 stood rejected (or the 
same reasons applied lo claims 5. 6 and 7. 

On appeal, under a heading "35 USC 
121 Rejection," the board slated: " This 
rejection, as acknowledged by the appel- 
lant, raises the same issues as were in- 
volved in the Examiner's rejection under 
35 USC 121 involved in the previous ap- 
peal." Noting that Haas had not raised any 
additional arguments and relied upon ar- 
guments mafle in the previous appeal, the 



Bd. App. 1975). 
^ Id. 

s hi. at 377. 



board affirmed the rejection "for the rea- 
sons given by us [in the previous appeal]." 
The board proceeded to reverse the §132 
rejection, the res judicata rejection, and 
the § 102(b) rejection as to claims 7 and 8, 
but affirmed the § 102(b) rejection as to 
claims 1, 2, 5 and 6, and affirmed the §112, 
first paragraph rejection of claims 1, 2, 5 
and 6. The board further entered a 37 CFR 
1.196(b) rejection of claims 1, 2, 5, 6, 7, 
and 8 under 35 USC 112, second para- 
graph. The dissenting board member in 
the previous appeal filed a concurrence 
again expressing his opinion that the 
claims, particularly claims 7 and 8, did not 
recite independent and distinct inven- 
tions, but agreed to the result in view of 
Haas' concession. 

Prosecution again returned to the exam- 
iner. Haas cancelled claims 1, 2, 5 and 6, 
rewrote claim 7 in independent form, and 
otherwise amended the claims mooting all 
issues save the issue under §121. Thus, on 
the third and final appearance before the 
board, only claims 7 and 8 remained and 
stood rejected "under 35 USC 1 2 1 as con- 
taining improper Markush groups and 
misjoinder of inventions in the combina- 
tion of the members in said Markush 
groups." In that appearance, the board 
made final its previous decision affirming 
that rejection. 

Issue 

[1] The claims are solely rejected under 
35 USC 121 in accordance with the man- 
date in the Manual of Patent P^xamining 
Procedure (MPEP) 803 as containing "im- 
proper Markush groups and [for] 
misjoinder of inventions" because those 
claims are viewed as directed to independ- 
ent and distinct inventions.*' Accordingly, 
the issue is whether § 1 2 1 furnishes a basis 
for rejecting a claim. 

Opinion 

[2] In In re Wchcr, 198 USPQ.328. de- 
cided of" even date, this court holds that 
§ 12 1 does not provide a basis for l ejection 
<>l a claim. To the extent that § 1 2 1 was em- 
ployed in this case as a basis for rejection, 
that rejection is, on the authority of 
Weber, reversed. 



TliCTc is IK) rejection and. ani.sequciilly. no 
issue hclni c UN lhai the chuiii.s arc drawn it> im- 
proper Markush |rrt)ups as described by I he 
IM OinMPKP 7()r>.08(y). 
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,The examiner's rejection of claims 7 and 
8, herein as ' -improper,Markushr claims is, 
inextricably, intertwined on: this record 
with, the application, of [§12 1 .;T:he .solici- 
tors brief states that the examine^^^ wil- 
ling to examine jdaims, 7 and 8 as a whole 
ontheir menu. -^,rt .i^ r ; ^ 

Accordingly, the decision of the board is 
r^med arid the'case is, rmanded for exami- 
natipn of clainis 7 and 8 on tKeir merits/ 

'Reversed and Reina!nd£d'' ' • 



Court of Customs, and Patent Appeals 

In re The Clorox Company, ] 
No, 77-628 , Decided June 30,1978 



TOADEMARKS ; [ ' 

1. Registradon — In general i(§67.731). 

Registration — Supplemental Regis- 

. . .ter (§67.765) 

. Exaininer ;\of Trademark's an^ 
and Trademark Office Trademark. Trial 
and Appeal Board are charged, unlder Lan-, 
ham Act Section 2 (ci), wU^^ 
regis tration, of mark, w}iose use is^ikely to 
(:ause •confusion^ *because'Jof its resem- 
blance ^ to mark >r^ in/Patenuand 
Trademark.Office; JLanham Act Section 23 
indicates that Slupplemeriu^ Register, is 
continuation of register pro videcl in para- 
graph;j(b)' o of Act of March 19, 

1920; Section/ 2(d) 's .ah^ from enur: 
meration of. statutory provisions made in- 
applicable-^ to Supplemental , Register, es- 
tablishes unequivocally* its applicability to 
registrations on Supplemental Register. 

2. > Identity and* similarity In*general 

.^(§67.401) ,>..iv / : i 

Identity and similarity — How deter- 
mined -^'In general (§67.4051) ^ H 

Registration — In ' general (§67.731) 

Protection envisaged by 'X^rademark Act 
Section 2(d]i ,is not, that of marks against 
mere; registration of. other marks, hence" 
conflict musfrpceu/in marketplace; refusal 
to register conflicting, mark ooes no.t pro- 
tect registered^ mark againsii use of con- 



flicting mark in jnarketplace; -users;, of 
trademarks and pwners- of, registrations, 
when they seek protection of their marks, 
are necessarily protecting their right to un- 
confused public i and are'serving^statutory 
goal of protecting; public ragainst, confu- 
sion; sole * duty: tof Trad'eniarfc jExaininer, 
Trademark illjrial and Appeal 'Board,! and 
Court of Customs ahd-vEatent Appeals, 
under Trademark, Act Section.. 2(d), is to 
determme, whether confusipnr isctlitely; 
confusion sought to be, preyentecl by 
Trade^mar^k^ Act is ,npt; th^t of ..e^^ 
lavvyers^ board meniber^^ 
sion is; likely, if^at all,;.prily, iii ma^^^^ 
where marks; are used ;*regis Ira tion is itself 
incapable of causing confusion; Patent and 
Trademark* Office is hot charged . under 
Trademark Act Section 2(d) with diity^ pf 
pemitting or denying right , to use any 
mark, or of protecting any regis t.ei:ed^mai;k 
against mere registrationjof simjiar marks, 
unless use of latter would be likely . to caijse; 
confusibni' > ^ , ; ;ni ^ :^ Uk- jr^.l i 

3. .Identity and. similaiity<^--^;How: .deters 
mined -s-:In general (% 67.405 1); i v<l 

Registration — Supplcim^ntal- Regis- 

t^i-Xt^7:765)^'' '"r^ -v^^^-rv: V 

Statutes and treatie|j(§67 

Mark registered oh Supplemental Reg- 
ister can be used asrbasis for fefusing^regis- 
tration to another mark under Trademark 
Act Section 2(d); resprtitp legislative histo- 
ry is unnecessary where -Traderhark lAct 
language is 'clear and unambiguous?' ' 

4V Cancellatibri In general^ (§67/171) 

* Registration — Supplemental -Regis- 
^'ter (§67.765) - 

Marks registered on Supplemental Reg- 
ister are required- to be.capableiofdistiri-: 
guishing applicant's goods or services, 
under 'Trademark '^cf *Seclion^ 23; . p'ariy 
has cancellation proceeding^ available 
tinder :i 5 U3i6^\i092Mf 
entitled td'' registration; '6^^^^ gr6und.4 'ihat 
mark is common descriptive term and thus 
i ncapabl e p f ind i ca ti n g prigin -6f goods, .or 
because^mark is 'not used by regiitrjantrorT 
has-been abandoned. . . * -Kj 



